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CSGAS 15 September 1949
SUBJECT: Policy Relating to Fxployes-sade Inventions

$0s The Judge Advocate General
Speoinl Staff, United States Army
Waghington 25, L. C.

1. Reference is made to JAGO letter deted 2 Nay 1949,
Subject: Restatament and Clarification of the Folioy Helating
to Govermment Fmployes-made Inventions (Innl. 1, with Exhibit
A)}. Aitached harsic aa Inolosure 2 are detailsd comments on
Exhibit A, most of which desl with Par. (a)(2) thersof.

4. The Army Security Agenoy is of the opinion that the
sdoption of Par, (a){R)} of Exhiblit A would de detrimental to
national defsnes and to the nation as a whole, {of reasons set
forth in detall 4in Incl. 2.

3. It im requoated that the Arzmy Sscurity Agenoy be kept
informad of the progress made in tho formulation of eny new
polioy or of modifications in existing polisy. It is further
requested that the Army Ssourity Agency bs given an opportunity
to partioipatse 4n all confarences held on the mubject.

CARTER W. CLARKE
Brigadier General, USA
4 Incls Chief, Army Security Agency
1. Cpy ltr 2 Eay 49
2. Detalled Comments &
Obasrvations on Exhibit A
w/7 tabs
3. Cpy ltr 10 kay 47
he TF, 5 May 49

Epprovedior Release by NSA on 09-17-2013 pursuantto £.0_13520




REF ID:Al104687

n?\‘

2 May 1949

SUBJECT: Restatement and Clarification of the Policy Relating
to Govermment Employes made Inventions.

TOs The Surgeon General, ATTN: Chief, legal Office
Chief of Transportation, ATTINs Chief, legal Division
Chief of Ordnance, ATTN: ORDGL-Patent Section
Chief Signal Officer, ATTN: Director, Legel Division
The Quartermaster Oeneral, ATTN: Chief, Patent lLaw Sec,
Chlef, Chemical Corps, ATTN: Chief, Legal Advisor
Chief of Engineers, ATTN: Mr, V. V, Martin, Speclal Gounsel

1. Personnel of this office has besn designated by the
Assistant Secratary of the Army to confer with representatives
of the Dapartments of the Navy and Air Force for the purpose
of formulating a statement of policy for the Armed Services
with respect to the rights of the Govermment and its employees
in employee Inventionm. It is contemplated that such a poliey
will be issued in ithe form of directlive or amendment to
partinent existing regulations.

2. A rumber of conferences have been held with the
Departument of the Navy and 4ir Force in workinzg out the
details of snch a statement. The results of the conferences
in the form of a statement re Fmployee made inventionas is
attached hersto as Exhibit A. Thls atatement was drafied in
view of the Dubilier decision and the varlous decislons which
get forth exceptions to the general rule. These decislons arae
summarised in Marshall v, Colgate - Palmolive -~ Peet Co. Dist.
Ct. D. Dalaware (Feb 18, 1948) 77 U.S.P.Q. 69, 77.

3. It is requested therefore that Fxhibit A be reviewed
and such commenta as desired bs made to thia offica not later
than 10 Nay 1949.

FOR THE JUDGE ADVOCATE GENERAL:
/8/
GEORGE W. OARDES

Colonel, JAGC
1 Incl: Chief, Fatents Division

i
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Statement of Policy Re: Respaciive Rights in
Inventions Kade by Governzent Employees.

{#) The title to the invertion and to any patent secured on
i% vests in the Governmant when an empleoyee

{1} 4= emplayed to invent and makes an
inventicn within the atope of the defined
stployment, or

(2} is spacifically assigned to & task
having as 1tz object the devising, the
improving or the perfecting of methods
o means for acconplishing a prescribed
resuli and makes ap invention within the
scope of the assigavment,

{n) The title to the invention and $o any patent zscurad on
it resides in the employes but subject to x non-exclusive, irrevo-
cable, royslty-free license to ihs Government whken an employee is
net, employed or assigned sas $n {a) but

(1) makes an invention witi’'the mcope
of his general smployment; or

(2) makes an Ainvention outside of the

scope of his general employment, bhut

utillses Government time, facilitiss,

naterials, or the asrvices of othsyr

Governmsni employens during working hours,

{c) The title to the invention and to any patent sscured on

it 48 the property of the suployes aubject to no right of the
Government when an smployes makes an invention not within the

sircunstances defined in {a) and (b).

Exhibit 4

T om R b T RS |
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Datalled Comnents and Ohsarvationsx
on
Exhibit A

1 2. In regard to the respective rights of the (Jovernment and
of its employess in inventions made by the latter, it is believed that
‘the ME mlrsady has a uniform policy, set forth in AR 850-50 for the
Departuent of the Army and the Department of the Air Force, and in
Ganeral Ovder X¥o, 31 (1935) for the Department of the Nevy. Although
diffarently worded the two regulstions are practically the same in
basic principles. Hences, Fxhibit 4 may be studied in oonnection with
the two regulations cited and it will be convenient to juxtapose the

homologous psragraphs to facilitate comparison, &e shown in Tab 1 to
this Inecl.

b, {1} Referring to Tab 1 to thia inclosure, it is noted
that the first sentence of Par. 7ea of AR 850-50 covers iwo contingenw
cles in s aingle sentence: (&} the case in which an smployee who
has been specifically hirad to invent a specific thing accomplishes the
thing for which he was hired and does so at tho expense of the Govern-
mwent; and (b) the case in which an employse who was not specifically
hired to invent btut who was specifically desiznated to lnvent & spacific
thing aceomplishes what he was designated to do and dess so at the ox~
pange of the Government, It is probably advisable to treat these two
capes geparately, as has been done in Pars. {a){l) and (2) of Exhibit A,

(2) Par. (a){l) of Exhibit A covera the camse of spscific
auployment to invent, and under it the Government sacquires all righis
to any invention the smpleyee makes within the scops of the defined
employment, Under Per. Ta of AR 35050, the Government acquires similar
rights in this case. In this respect the proposed policy is the ssme
as existing policy, which conforms to the gensral rule of law govern~
ing that aituation.

(3) Far. (a)(2) of ixhibit A is intended %o be applicable
in the second of the two cases mentionsd under Par. b(l) above, vis.,
that in which an employee who was not specifically hired to invent ls
spacifically degignated to do something., Under Par, 7a of AR 850-50,
hefore all rights can vest in the Govermnmant Lhe esployes must be
" ifica designated to invent a spec thing"; under Par,
{a}){2) of Exhibit A all rights vest in the Governmert if the e&nployes
hag merely been “gpacifically agsioned $o a task having as its object

the deviaing ... of methods or means for sccomplishing a pregoribed

result and mekes an iavention within the goops of the assimmment.¥ The

difference in smpecificity between these two wordings is very important.

ae C
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() Par. 2(a)(1l} of Navy G.0. No. 31 seens to be
squivalent to Far. (a)(2) of Exhibit A, but here ton thers is &
diffarence in gpegifieity. It ias to be noted that under Par, 2a(l)
of G.0. No, 31 it im only when an employee has been girected to make
or improve a gpecific device and makes an invention bearing dirsctly
upon that partiocuiar device, that all rights in the invention belong -
1o the Government.

{5} It is apparent that Par. (m){2) of Exhibit A lacks
the clear-cut and ummlstakablo specificity embodied in the homolegous
provision in either AR 850~50 or (.0, Mp. 3l. It i# obvious that the
duostion of specificity ia the sasaeutial feature of this whole subject.
"Aw Par. {a)(2) of Exhibit A now atands, it is to be aatiaipated that,
without further elaboration of the expreasions *a prescribed resull®
and ®sithin the soope of the asaighment,® varying interpretations
would be made in different laboratories, or by diff'erent people in
the panme laboratory, or by the same people in the same laboratory
at dgifferent times.

{(6) It is pertinent to nots, in this comnection, that
the guggestion ham already been made by the Signal Corps (Iincl., 3)
that in Par. (a){2) of Exhibit A the sdverb "specifically” be cancelled
on the ground that “thers would ba less Aifficulty in interpreting and
applying the policy Af this word were omiifed.® There is likewine
roon to inquire as to what interpratations might be given to the two
quoted expressions in the lest sentence of mubparagraph (5) adove,
Por example, the tgeneral improvement? of all the various types of
equipment under the cognlzance of a purticular unit in a laboratory
may be congidered hy many administrative or oven technical officers
to be ¥a presoribed resuli’ and gertainly they would interpret such
improvcament as falling "within the scope of the assignment,"

¢. It is believed that the foregoing discussion is sufficlent
to ghow that as regards Par. (a)(2) of Exhibit A& and its homologs in
AR 850~50 and G.0. Mo. 31 there is indeed a considerable differsnce
betweon the present and the proposed policy, & significant diffsrence
in the degres of specifiecity required before all rights in an invention
aan he clalmed by the Government. The importance of thias diffarencs
heightens when ons considera the fact that the great majority of inven-
tiona of personnel of the XME sre made under the circumstances covered
in Par. (a)(2) of Exhibit A, that is, by tschnicisns who are amsigned
to tasks in laboratories whers the *devisins, the improvisg or the par-
fecting' of equipmont 'is the purpoge of hiring them, Therefore, careful
consideration of the probable effescts of the adoption of Far. (a}{2)
sf Bxhibit A is warranted,
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2. a. 1t is believed that the adoption of Par. (a){2) of
Bxhibit 4 would soon bring about, within the NME, a situation thst
would gonform quite closely not only te that shich generally exists
in copmercial laboratories and in certain other laboraterles of the
Governnent,, such as the National Bureau of Standarda, but also Lo
that which high-level MME authorities feared would follow the sdoption
of the polioy recommended by the Attorney Seneral in 1945 in his
"Baport of Investigations of Govarnment Fatent Practices and Policles.”

b. The Attorney feneral recommendsd, in respect to inventions
made by Government employees, Govermeni-wide adoption of & uniform
policy whersty the Government would ¥obtain all righis to inventions
meds by its employees (1) during working hours, or {(ii) with & sub-
stantial contribution by the Government (in the form of facilitias,
squipnment, materials, funds or information, iime paid for by the
Government, or sgervices of other Government personnel), or (iii)
bearing s direct relatlion to the smployee's offliclal functions.®

e, The foregoing proposed policy was condemned in no
uncertain terms by the then responsible officials of the Yar Departe
ment and the Navy Department, as Tabs 2 ~ 6 to this inclosure
adequately attiegt. The reasons for the rejection by the War and
the Navy Departments of so rigid s policy as that recommended by
the Attorney General are sel forth in some detail in the taba of
greference but they can be summarised by stating that the Departments
shared thes view {hat the adeoption of the Attorney Ueneral's recommended
policy would be detrimental to national defense and to the general wel-
fare of the peopls as a whole,

3. a, The latters included in Tabs 2 ~ & point out the necessity
for Congressional legialation to put the plan proposed by the Attorney
General into effect and it is highly probable that the NME officials
nko established existing NJE poliey took cognlszance of the fact that
there are certain legal questions as to the power or authority of
sdministirative officers of the Goverament to impose by regulation a
policy of a more rigorous nature than the one they sstablished.

b. The present Judge Advocate General in a memorandum dated
16 January 1947 for the Under Secretary of War (See Tab 4 to this
inclosure) stated:

"Since an invention is private proporty, as held
by the Supreme Court in 1890 in Solomons v. United
Stetes, 137 U.S5. 342, 346, and since maintained, it
cannot be taken from the owner by the Governmeni withe
out compensation whils the 5th Amendment to the
Constitution still siands, in the absence of a contract
to convey the same to ths (overument,
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“Therafors, in order to carryy oul the poliecy pro-
posed by the Department of Justice, it wonld be necessary
to place gvery employee of the War Department (Civil and
¥ilitary) under a contract of employment which wounld pro-
vide that the employese asslign all right, title and interest
in svery invention he may make while in Government servise.®

* %k N X X XN &

"It ie beileved that in the matier of inventions
the pregent wise and long~standing policy of the Govern-
nent towerd its employees ghould remain undisturbed.
(Emphasis in original.) That policy is that the relation
of the Covermment toward tham is to be considered the same
as that of any corporate or other employer toward ite
saployees (whgre th on_law relation of master and

seryant has not besen modified by contraet).® (Fmphaais
suppiled,

L B B BN BE B

HConeidared both from the legal standpoint and as a
question of practical, operatlve adninimtrative poliay, a
unifora equitable policy of procsdure for the Government con-
trolling its relations with Government employess as to their
inventions and patents is highly desirable, but, because of
public interest and the personal lagal rights of the parties
involved, such policy gan be defined only by Congrepss
{emphasis in original) and no power to declare such a policy
i, or can be, legally vested in administrative officers.
This identical point is stated at length (pp. 205~209)
by Justice Roberts in writing the decision of the Supreme
Court in Unitsd States v. Dubilier Condenser Corp., 289
U.S5. 178, which szme point was also conourred in by Justice
Btona and Justice Cardozo in ssparate opinlon (pp. 219-223)
in that case.?

¢. In connection with the question as to whother an administra-
tive officer of the Govermment has the authority te impose upon Govern-
ment employeea contractual obligations in respsot to inventions made by
such employees, the following quotation from the Dubilier (majority)
opinion is worth noting (Ses Teb 7 to this inclosure)s

titherto both the executive and ths leagislative
branches of the Government hsvs concurred in what we
consider the corrast view-~-that any such dedlaration
of policy must come from Congresa end that no powsr
to declare it iz vested In sdministrative officers.®
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d. The question which was ralsed by the Suprames Court in the
Dubilier case was not answered by that Couri. Hence, it is of doubtful
scouracy to say, as stated in Par, 2 of Inel., 1, that Exhibit A "was
drafted in view of the Iubilier decision ...%, sinae that cass brought
up an important imsue which was not decided by the Supreme Court and
which bears most directly on the relations betwaen the Government and
its employaes. .

he & Tt ip adnltted that under ths policy followed in the great
za jority of inpdustrial laboratories technical employees are required fe
sign an agreemsnt whereby all rights in inventions mads by them within
the course and scops of their general employment legally vest in the
suployer, and that these rights are usually taken by the employer.
The aubhorities who drafted AR 850-%50 and G.0. No. 31 nmust certainly
have been fully cogniszant of the policy followed in industrial
laboratories; neverthelese, the policy which was deliberately adopted
and which is still the official polioy in the three Services does pgk
conform to the policy followed in industrial laboratories. The present
policy clearly reflscts two things: (1) a more liberal concept of the
righta of employees in employes-made inventions than that generally held
in industrial laboratoriss and in certain lshoratories within the Govern-
went, as, for exsmple, the National Bureau of Standarda; and (2) a
fimm belief that & policy which sncourages and gives incentive to
the paking of inventions by officers and civilian employees of the
Bervices is important in the nstional defenge as well as in the
intereat of the peopls as a whole. Thig view ig borne out in reiterated
gtatements by high level authorities who have spoken on the smibject,
For example, the Under Secretary of War in s letter dated 24 September
1945 (Ses Tab 2 to this inclosure) saids

ANsth respset to Qoveroment employses, it is to be
obhgerved that they, liks development contractors, must be
dealt with on the basim of fair dealing in the individusl
case. Ths oircumstances of employment vary widely bstween
the several Depariments. In many laboratories, arsensls, prov-
ing grounds and sngineering installations of the ¥War Depari-
ment it has been found that the ingenuity of the employee
hag heso usefully stimulated by leaving commerclal rights
in bim. I appreciate fully the force of your suggestlon
that this creates a contingency in which the employee may
profit personally. It must not be overlooked, however, that
in War Department establlishments, engaged in perfecting the
weapons and amaments of warfare, many notable contributiona
of vital importance to the national delense have hean evolved
under the prectice of leaving commercial righte in the
invenior, and that this system of Incentive may be worth
more to all the people than what it coats some of them."
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b. To say that inventors in industrial laboratoriss generally
have no commercglel rights in their inventions and therefors inventors in
Government laboratories should also be treated in Lhe game way disregards
at leagt two important considerationss (1) that a private smployer must
have all rights so that npone of his employeos will be in & position to
gell commsrcial righta to competitora; and {(2) that a private employer
osn and usually does suitably and directly rsward an employee whoss
inventions prove profitable to hias business.

s. It is belleved that, although il way be legal to tske away
from inventors in the laboratories of the Armed Sexvices tha privilege
of raotaining commercial rights in their inventions, to do so would not
be conducive to good morale of the employeea conserned. Of course,
old employees bhave the opiion to reaign when confronted with a new
policy, bub here again there is room to suggest that this iz not gquite
being Ydealt with on the basis of fair dealing.® An employee of long
gtanding, who hag bullt up an equity in a retirement fuund and who has
given hostages to fortune, is not in a good position to resign on ithisg
ground alone. He would probably stay on, bearing in his heart considerable
resantment, and, moreover, what is more important, would thereafter give
1ittle thought to invention. His incentive to invent will have besen
impaired or destroyed.

5. =a. BSuppose Exhibit A is adopted, with Par. (a)(2) as it row
stands., If the contention of thia paper as to the significance of thet
paragraph is correct, the Govermment would, in most cames of inventions
asde In lahoratories of the Armed Services, be entitled to {ake all
righta and would be bound to take them. The Governmment would then have
on its hands numercus inventions and patents, the development of which
into practical form might contribute materially to the general welfare
of the people of the U,5. How could the Governmeni devalop them? What
would it do with its rights if the invention has important possibilities
of nop~military character? No mechanicas exist for the development and
exploitation, by the Govermment, of an invention for the general {nen-
nilitary) benefit of tha public.

be It is practically certain that even should the Government
offer fres uge of such inventions to the publie, no bensfit would accrue
to anybody. Commercial concerns would not be inclined to put money into
the development and exploitation of such an invention sgince in the absence
of any patent rights there would be no way of praventing competitors who
have spent no monsy in reduecing an invention to praoctice from enjoying
the sgame competitive position as the firm that spent the money. Thus,
nany patenta of no particular intersst in the natlional defense but of
value to the general improvement of the standard of living of the people
of the United States snd stemming from Averican inventive genius will
1le dormant in government files, useless to everybody. Ths incentive
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on the part of commercial concerns to develop government-owned
inventlions will be lacking. As a matter of fact, the pumber of
cases in which Government-owned patents have been developed into
practical usags by commercial firms is almost Insignificant.

e. (1) The Department of Agrioulturs for a considerable
number of years has required employee-imventors either to dedicate
their inventions to the public or to assign all rights to the
Government when the invention was made during thes course of tha
smployee's specifically assigned dutles. The Deparitmont had by 1944
sosquired apuroximately 1000 patents in this way. A good many of these
are "proceas" patents, which require little or no development, But
where the development of patents enteils a cousiderabls financial
investment, which private capital is unwilling to risk without asome
protection against competition, thers has apparently bean little
exploitation of patents and thus the public at large has derived
ne bhenelit from such inventions.

{2) It is trus that the Act establishing the Tennsasee
Valley Authority authoriges the Board {o sell licenses and to colleot
royslties on inventions by TVA employees, and to pay a TVA-employec
inventor ¥%such sum from the income from sale of licenses &s it /ths
Board/ may desm proper.® Ais of 30 September 1943 TVA owned approxi-
mately 100 patents; but up to 1 January 1944, the Board had received
only $1545.93 from the sale of licenses and had not authorized any
payments to inventors from such income, There is reason to incline
toward the view that TIVA authorities do not go out of thelr way to
svoke the interest of potential commercial developers of TVA-owned
patenta and to promots the sale of licenses thereto. YThus, for all
practical purpoges these patenis ila doxmant in TVA files.

4. However, even though the principle that the Goverament may
acquire and own patents seenms to have bheen eatablished, the practioal
use to which potentially valuable patents can he put by Governmental
action is very questionable. Therefore, it may woll be asked: *What
advantages would flow from the adoption of the proposed policy? What
good purpcse wonld be served by changing ths sxisting NME policy fron
ons whereby the national defeuse, the people at large and the individual
inventor all benefit to one in whisch everybody wonld lose? The Sexvices
would lose, and the national defenge would be impaired, because the .
inecontive to invent would be discouraged; the general public would lose,
becauss all rights would be vested in the Ooverrnment whiech reprasents
only "a desd hand, incapable of turning the invention to secount fox
the public benefitt and the individual inventor would lose, since he

.would have no commercislly sxploiiable rights.
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6, ». This study opened with a statemant to the effect that the
B already hes 2 uniform policy in regaxd to the respective rights of
the Government and of its employses in the matter of inventions and it
is believed thal s careful study of Tab 1 to this-inclosure corroborates
that statement. However, the manner in which 2 policy is sdministered
is often of equal Importance with the policy itself, and if uniformity
is to be achisved the administrative regulations establishad to effectu-
ate ths policy must be uniform. It is, therefore, balieved that if
fixhibit A is really going to be adopted, the committee which drafied it
lhitz.ld alago draft uniform and detailed regulations for carrying oub the
PoLicy.

be (1} The following is quoted from certain comments by the
Chief of the Legal Liviaion, 0CSig0 (Inol. 4), on the proposed polioy:

¥3. The Committee which drafted this poliey has in
effect adopted the present Signal Corps policy which has
besn in effect for approximately six years. In the past,
the other branches of the Armed Services have followed leas
strict policles and the lack of uniformity in such policies
has created serious prohblems.®

(2) The implication of the foregoing is that the Signal
Corps has bsen following e policy less liberal to inventore than the
official Department of the Army policy set forth in AR 850-50, and that,
in the opinion of the Chief of the Legal Diviaion, 00Sig0 the intent of
the proposed policy 18 to modify the pressnt Army policy, meking it
conform to the more strict ons followed by the Signal Corps. It is
to be inferred also that, in his opinion, the adoption-of Exhibit &
as the new MME policy would bring about nnifpwmity. This is, howaver,
a doubtful outcome unless uniform administrative regulations arse also
adopted, as is Smplied in Par., 4 of Incl. 3. Let us aasume that the
8ignal Corps policy wam made gtandard throughout the NME.

¢. The essentisl differsnce betwesn the poliay followsd by
the Signel Corps and that followed by other branches of the Armed Services
is connected with two facta: (1) that the HSignal Corps apparently
applies Far. 9a{l) of AR 850-50 in a more rigid manner than do the
other gervices, by specifically designating laboratory Lechnicians 4o
produce spacific things, in which cass complete title to any invention
arising from such work vests in the Government, and (2) that the
Bignal Corps hap adopted a so-called "Fatent Memorandum® which sll
technical employees of Signal Corps laboratories are regquired te sign
on being assigned to duty therein, although none of the other branches
of the Armed Services, with the exception of the Army Security Agency
(which inherited the poliey from the Signal Corps and is owrrently con-
sidsring its recisaion), usss guch an instyument,
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4. The significance of the Signal Corps "Patent Memorandum®
is that it constitutes a comtract modifying the common law relation of
servant and master, and therefore in this respsct the Signal Corps
policy is at variance with at least the spirit, if not the letter,
of the official Departaent of the Army policy set forth in AR 850-50,
which requires no such contract.

o. (1) The legality of the Signal Corps "Patent Memorandum®
a8 & contract between employer and employse was recently tested and
agtablished by the decision in the Kober cage. In handing down the
decree requiring Kober to assign to the United States 21l rights in
the two inventions at issue, the Digtriot Judge largely relied upon
the {irst paragraph of "Patent Ke-orandum No. 3" which Kober signed
and which reads as follows;

"You are hereby assigned to develop improvement
in arte of value to the Chief S5ignal 0fficer. It
is expected that this work masy result in the discovery
of patentable features, and your assignment to thia
work ig for the particular purpose of vesting in the United
States all right, {itle and interest to any invention that
you may make while engaged in the work assigned, if in the
opinion of the Chief 3ignal Jfficer the public interest
demands that the inventlion be owned and controlied by
the War Department.¥

(2) The cape was appealed and the following is extrzoted
from the decision of the Court of Appeals, Fourth Circuit, in the Kober
cage (No, 5786, decided 8 Nov 1948). After citing the general ruies
and referring to the Dublilier and Houghton cases, the court saids

HIn the case at bar, however, thess rules neged ,

not be considered except ge furnishing background fop the
agreemant of the parties heretofore guoted which deals ful-
ly with the matter. offect of that a ent_agide

om _the provieions for sgcrec 8 to provide that a
Jovenliion made by appellant while engaged in the work to
zh;gg he hasg bean asaipgned ghall belong to the United States

emphasis supplied}, if in the opinion of the Chief Signal
Officer it is in the public intergst that it be owned and con~
trolled by the War Department, otherwise it ghall belong te
sppellsnt subject to a non-exclusive license on the part of
the United States, The determination by General Akin ful-
filled the condition of the contracl and vested title te¢
the invention in the United States.®
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And in the next paragraph the court said:

fAppellant questions the validity of the contract
on the ground that it im lacking in gtatutory foundation.
Iff 1t wers held invalid, thie would not help appellant,
ag the Govermment would then ba entitled to the invention
8_ground t appell d mad j1u ed

on _the ground thet appellant had made it while employved
Lor the purpose of conducting investizations and making

entg from which it ticipated thal patentable

ioventions would result.” (Emphamis supplied,)

{3) 1In neither of the foregoing quotations is the matter
of ®gpacificliy™ or the achievement of ¥a prescribed rasult? mantioned
but elsewhere in the opinion of the District Court and of the Court
of Appeals the gquestion as to whether Kober had been spscifically
agsigned to the development of the devices hs invented is mentioned.
The district Judge found that he was so assigned and this finding waa
sccepted by the Appellate Court, despite the fact that Kober was
originally allowed to apply for patents with assignment of licensen
to the Govarmment. But the DMatrict Court, in supporting the Govern~
ment's requirenent that Kober amsign all righta to the Government, and
the Appelliatfs Court, in upholding the deoclsion of ths lower court,
1sid more emphasis on the first paragraph of the "Patent Memorandum®
then upon whether or not there was specificity in XKober's assignment
to make the speciflic inventions.

f. It ie true that even under ithe Kober decision Signal
Corps inventors who sign the "Patant Memorandun® theoretically etill
have commercial rights, for until the Chlef Signal Officer has made
his determination with respect to ths public interest, the inventor
1s, under that deciaion, entitled to his inventione, sublect to a
license to the Jovernment, provided there hag be Pic depig~
pation to invent the specific thing. But if Par. Iaf(g) of Exhibit A
1is adopted as the official MME policy and if the intent of the Committes
which drafted Exhibit A is, as stated Ly the Chief of the Lsgal Divigion,
0084g0, to adopt the Signal Corps policy, then it 1s Lo De antlcipated
that woon after its adoption all other branches of the NME might also
adopt the Jisnal Corps more strict fmplementation of policy as well as
the Signal Corps "Patent Menorandum.® The result would be the introduc-
tion of a wide-spread and very serious modification in the present
official NME policy and the effects thereof would fall into two
categories, firat, those affecting individual NME inveniors and
second, those affecting nationsl defense and the people aa a whole,
As to the firsi category, the inventor's position with respect to
commercial rights would certainly be much less Lavorable than herelo-
fore, ¥or, nct only would the specificity necessitated by AR 850-50
before sll rights vest in the government be no longer reguired, bub also

)~
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the inventor would never know where he standg or whether ha hag in
fact any commdrcial righta, since there is no time limit met upon

the period during which the Chief of the Service eoncerned can make
his determination with respect to the public interest and thus divest
the inventor of his cogimercisl rights. Could they not he made after
the patsnt has been igaued? Thus a elond would be placed on the title
to any patent obtained under such eircumstances. 4s to the second
category, the effecis of a less liberal policy than the existing one
upon the national deffenge and upon ths whole pscple have already been
dlacunssed and nothing furthsr need be indicated therecn at this point.

7. @. It may well bo that, 3f Par. (a)(2) of Exhibit 4 ig sdopted
% o1 7s no written contract of employmout, such as
that visualized by the Judge Advocate General in the extract quoted in
Par. 3b ahbove, or such as that exemplified in the 3ignal Corps "Patent
Nemorandum,® may even be necessary to regquire m complete and Irrevocable
assignmeent of all rights to the (overnment. Two cases will bo cited in
thias connsotions

{1) In the case of Goodyear Tire snd Rubber Co. v. Miller
/22 F. (24) 353/ the Circuit Court of Appeals ruled that an invention
mads by an empioyee hired te make 1t belongs to the employer, irrespective
of whether or not there was a contract to that effect. Omn this point the
Gourt saids

#/5] We arve of the opinion, not only that plaintiff is
entitled to spscific performance of the formal contract

of assignment, but, without 1t, it would gtill be en-
titled to substaniially the name rallef by reason of the
iwplications of the primary contract of employment. It

is not a case of one who, being erploved for a general
gorvice, makes an invention on the side, outside of his
line of duty. Defendant was employed exclusively in

& dapartment, the function of which was to improve old

and discover new proceasss and devices. Such was the
service for which he was paid, and while go snployed he
wag, in the regular courss of his employment, assigned

to the specific task of developing a device to perform

the very function for which the invention in suit is adspt-
od. ¥a can see no distinction between a caze whera one

is originally employed for the limited purpose of solv-
ing & specific mechanical problem and another case where
he is employed generally to concsrn himself with auch prob-
lems and during the course of the employment and within
the scope thereof, is assigned to a specifiic ome. In

wlle
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elther cage the frults of his endeavor belong to his em~
ployer. This view we think is fully supported by Standard
Parts Co. v. Peck, 264, U.8. 52, 44 S. Ct. 239, €8 L, HEd.
560, 32 A.L.R, 1033, Ses, also, Magnetio Mfg Co. v.
Dings ¥agnetic Ssparator Co. (C.C.A.) 16 ¥. {2d) 739;

U.8. v. Bonghtou (D.G.) 20 ¥F. (28) 4345 Wiraless Specialty
Apparatus Co. v. Mica Condenmer Co., 239 Maas, 159, 131 N,
E. 307, 16 A.L.R. 1170.0

{2) Under the guidsnce of the decision in the Marshall v.
Golgate~-Palmolive-Peat Co, case, it appears that an employes who
acaspts gither an oral or & written agsignwent "to a task having aa its
object the devising, the improving or the perfecting of methods or
means for accomplishing & prescribed result and mekes an invention
within the scope of the assignment® will be obliged, under Par. {(a)(2)
of Exhiblt A, to aseign all rights to the Govermment. 4nd it wonld
make no difference how long the inventor had besn a Government employee
6r how long he may have snjoyad the banefits of the much mora liberal
existing policy, for the Court in the cage cited aliso held that
%the limitetion upon the [Ennaraﬂ ruls applies to the relationship
or the situation existing at the time of the dimcovery, and is nct
soncluded by the original contract of hiring.®

b. In passing, il is pertinent to point out that the Marshall

v. Colgate~Palmolive-Peset Co. cape reprasents s gituation which is ex-
actly the reverse of that which is current in the laboratories of
the Armed Forces. In the Marshall v. Colgate-Falmolive-Pest Co. case
the obligation on the part of employes-invantora to assign all rights
to the company was wall known by all concerned to be a gsneral practice
or rule of long standing; bul in the case of smployes~inventors in
practically all NME iaboratories, on the contrary, ths genersal practice
of allowlng inventors to own the patenis and granting only shop rightsz
o the Government bas been one of long standing and is well known to
&1l concerned. 7Thus, the consequence of the adoption of the proposed
new policy wonld be to rgverge the general practice or rule that has besn
followed within the Armed Services, and, 1f reverassed, hardly any cases
would occur under which the inventors would have any commercial rights.
The decision in the Marshall-Colgate-Palmolive-Peet case would adequately
cover the asituation., Would this be equitable? Thig comment may well be
concluded by quoting from Teb 2 to this inclosure: "With respect to
Government employees, it iz to ba observed that they ... muat be dealt
with on the basis of fair deeling in the Individual case." There ars
many employea-inventors in the laboratories of the Armed Services who
Joined those laboratories in the knowledge that commercial rights to
their inventions were usually granted and marny of them have enjoyed
the financial benefite of these rights. Indeed, the privilege of
retaining such rights has served as a material inducement to competent
technicians to sesk or to continue to hold positions in those laboratories

and 1t has been an implied consideration in the terms of their employment.
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8. a. One factor of considerable importance in this whole
patter is not covered in Exhibit A: the policy and procedures to be
used for security control of Government-employse made inventions in
which the Government has only shop rights but which should remain in
& clagsified status for a temporary perioed, Inventions in this
pategory are of particular interest to several brenches of the RME.
That this i{s a problem with many difficult sspecis im admitted but
it certainly seamsg discriminatory to sllow some employses to retain
and to exploit commercial rights in non~olagsified inventlons and
to withhold such rights for an indefinite and sometimes lengihy
period of time from other employees who also have asimilar rights
but happen to work in & field in which secrecy is required as to
their inventions. HNo govermment-employee lanventor will geriously
object to holding an application in & amecrecy status for say two to
five ysars. But when the application is held up for much longer,
the inequity beoomes apparsnt. For example, ths following list covers
some of the inventions and pertinent patent applications in which
Army Securlty Agency perscnnel are assumed to have commercisl rights
tut which, for securlity reasons, have had to be kept in e classgified
statunss

arial No Date of f£iliny No. of years held in gecrecy
igz,a% <5 July 1933

107,244 23 0ot 1936 i3

70,412 23 ¥ar 1936 13
382,561 10 Mar 1941 8
A4l 34320 16 Hay 1942 7
549,086 8 fov 1944 5
552,858 6 Sep 19104 5
523,28 21 Feb 1944 3

Moreover, at this writing there is uo prospect that sny of the foregolng
cages can be released within the foreseeable future. What should or can
be done in cases such as these? HMaersly to dismiss the guestion with a
comment thet nothing can or ghounld be dons and that the eltuation
repragents one of the unforiunate penslties of entering wpon work in

s highly classified field is hardly adsquats: in time, as the picture
grows more clear, tLhers will simply he fewer able inventors who will
choose to work in such fields, much to the detriment of national defense.

b. Perhape the way in which this matter haa been handled in
the Atomic Energy Act may serve as a guide as to what should and sould
be done in other fielde where secrecy is a vital element or factor.

0. Exhibit A mekeg no reference to foreign rightas in the cags
of Govermment~employse made inventions. ZFfven in those Government agencies
in which it is the ourrent prastice to assign U.S. righta to the
Governnent, such as the National Bureau of Standards, the inventors retain
foreign rights In most cases,

13-




REF ID:Al104687

\\

]

d., It is thought that the Gomnitt@a that formulated !:xhib‘it
4 should also give sarilous mtudy to these sapcots of the aubject and®,
present a nniform, equitable poliacy. - -\
9. Aa is proper and logical, the proposed policy wakes no '
raference to lnventions made hy employess of private contractors . N
engaged in research and development projects for the Govermment. But -
it would seem inequitable for the Govermment to i{ake all rights in P
Governcent employee-made inventions under rar. (a)(2) of the propossd :
policy and not to take simlilar righta in inventions made by non-
Govermment employees working on Government contracts in commercial
labhoratories. Rokth ghgsag of inventiong are gupported by Government
1d_bo oculd therefore be gubject to similar eg. But it
is sbundantly cleaxr that any attempt to force privite contractors or
their inventor-employees to assign full titla to all 1nven1:5 ons made:
in the course of working on Goverrment projacts would be relected and
to make such an attempt can only be to thi detriment of the Governmant
and of the people of the United States. his phass. of the nather is
slso covered quite adequately in the lettep deted 24 September 1945
from the Under Secratary of ®ar to the Dsp ment of Justice (aaa

Tab 2 to this lnolosure). ) / \m
' ‘ ) N

10. Ons final comment on this matter:: If it is deemed’ by high~
level NME authorities that the existing offfcial policy ae it uow stands
and as now set forth in AR $50-50 and in Ravy G.0. No. 31 ia ndt .
advantageous in the national defense and to the best interests of the
people as a whole, then a clesrly indicated decisfon to change that
poliocy 1s certainly in order. It is believed that the foregoing analysis
is sufficlent to show that Exhibit A is no mers rastatemsnt and olari-
fication of policy," as stated in the subjedt of Insl. 1, but proprses
in reality a modification of existing poliey that woyld apply to
practicelly all of ihe inventions nads iri NNE laboratories. It is also
believed that such a modification as thab. propossd woltld probably be
to the detrimeut of national defense and df the interssts of the people
2s & whole. It ie hoped, therefore, that all the effedts of a policy
lege liberal to NME inventors than is the present official policy will
be carefully weighed in advance of its adoption, as those a:tfoctn may
bs of greater importance to the nation as & whole than %o the'
individual NdE inventors affected thereby.
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AR 8

7a. (lst sentence) In case an
officer, warrant officer, en-
listed man, or civllian saployee
of the War Depariment or of the
Army is speciflically designated
or employad to imwent a specific
thing and does so abt the expense
of the Government, the titls to
the invention and to ths natent
obtained thereon booomas the
roperty of the Goverrment.

-

Zxhibit A

(a) The title to the invention
and to any patent secured on it
veste in the Government when an
employos (1) is employed to in-
vant and makes an invention
within the scope of the dafined
exployment, o (2) is specifi-
eclly aseigned to & fask heving
as its objlect the devising, the
improving cr the perfeciing of
mathods or means for actomplish-
ing a prescribed result and
nakes an invention within Lhe

scops of the asssignmert,

m GCO. HO' 31

2(a) The title to the invemtion and
to any petent secured o it by the
emriloyee vests in tho employer when
An employes is directed to make
or igprove & specific device, msans,
mothoed, or process, and in the per—
formance of such duty he makes an
invention dirsctly bearing upon that
varticular device, meoane, method, or
process sq4n .
[2/The e:;ﬁ?e contral of the in-
vention 1ls neceasary in order for
the employer to realize 1l the
benafits which he anticipated would
flow to him by the employment of
the employee.

72 {2d sentence) If ths inven-
tion is wade in the courss of
the geoersl esploymant of sueh
person on the tife <o at the ex-
penss of the Government ut not
by diredt desigmation or eaploy-~
mant for that purpose, the Cor-
ermeent has an iaplied licenss
to use the inventio, ut the
title thereto and to the patent
acquired thereon is the proper-
ty of the inventor.

(b) The titls to the imweotion
and any patent secured on it re-
sides In the employee but sub-
Ject to a non-exclusive, irrevo—
cable, royalty-fres liconse to
the Govarnment when an employee
is not enployed or assigned as
in (g2) but (1) makes an irsen-
tion within the scops of his
goneral smployrent; or (2)

makos an invention outside of
the scope of hla gensrsl employ-
mant, but utilizves Govermment
time, facilities, materials, o
the ssrvices of other Govern-
ment employses during working
hours,

(b) The title to the invention and 1o
any patent secured on it by the
sployee, including all commercial
and forelpn rights, resides in the
esployes, but subject to a license to
the employer when ——

An oyes ot assignad to duty as
in (a) makes an invention and uses
the enployer's tims or facilities

or other employese in the developmeant
of the invention. In such case the
Mavy Depariment requires a nonexclusér
ive; irrevocable, and unlimited right
to make and use, and have made for the
Government's use, devices smbodying
Lhe imvention, and to sell such
devices as provided for by law re-

garding the aale of public property.

— .10 ,
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. In amy other caps whers
there is no contrast or term of
exployment providing othermise,
such inventor iz the sole omnex
of the imwentio and of the
patant acquired thereon, and
no implisd license accrues to
the United States bf ressom of
the inventor's employmesnt.

REF ID:Al104687

Exhibit &

{c) Ths title to the inventieon
and to any patent sacured on it
is the property of the employee
subject to no right of ths Govern—
ment when an eaployee makes an
inventlion mot within the oir—
cunetances defined in (a) and

(D).

Havy G.0. No. 31

(¢) The titls to the invention

and Yo any patenis secured mm

it by the employee is the property
of the amployes, subject to no
right of the employer when —-

An employee sakes an inventlon not
within the circusstances defined
in (a) or (b) or concerning which
he iz nob obtherwise obligated to
the esployer.
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8IGLO-6LG 10 ¥ay 1949

Propoged Policy Relating to Respectlive Rights
In Inventions Made by Govermmeni Employees

Judge Advocate General

Pentagon Building .
Washington, L. C. V!

ATTENTION: Chief, Fatgnts Division

l. Hefsrsnce:

Letter dated 2 Nay 1949, from your Offlce to this Office, Jubject:
HRestatement and Clarification of the Policy Relating to Govermment Em-
ployee made Inventions."

2. The 8ignal Corps is of the opinion that the establighment of a
uniform policy within the Armed Services as to the respective righta of
the Government and its employees in inventions made by ita employees
is highly advisable. (As & later step, a uniform policy of this kind
should be established on & Govermment-wide basis.) In general, the
poelicy set forth in the sabove-identilied reference appears to be a de-
sirable one. The majority of the comments made below have as their
purpose the clarification of. the policy so that uniformity in its appli~-
cation to specific casmes may be insured to the greatest degres possible.
The paragraph designations to which the comments apply are those used
in "Exhibit A attached to the reference mentioned above,

3. a. Par. (a).

In line 2, after "employee”, there should be
addod the words "(Whether civilisn or military)".

be 2r, (&) (1l}).

The term "defined employment” ghould be replaced by some
more explicit definition, e.g., "field in which, at the
time of making ths invention, he could reasonsbly bs ex-
pected to make improvements!,

c. ktar, Qal (2).

In line 1, "gpecifically® should be canceled. There would
be less difficulty in interpreting and applying the polioy
if this word were omitted.

Incl 3
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d. Par, (a).

To insure that ths policy will be applied equitably to
the several levels of exployees, the following should be
added to this paragraph:

llor’

(3) in the case of an employee who is & supervisor or
technical consultant, vests in the Govermmont (in
addition to so vesting under the circumstances of (a)
(1) and (a) (2)) when the invention, if it hsd been
made by any subordinate of such supervisor or by any
employes (herseafier called the consulter) of any

group which the consultant serves, would come within
the scopa of the field or esgsigmment, as defined in .
(a) (1) and (a) (2), respectivaely, of any such subordi-
nate or consulter.¥.

€. Par h) (1) and (b .

The term "general employment" requires definition to in-
mre unifornity of policy. Some asuch definition as "fileld
of work! ghould be used.

After "but", in line 2, there should be addsd ", in con-
celving, developing or perfecting his invention,®. As it
is now, the things the inventor utilizes are not in any
way tled up with the invention.

4e It 48 Tecommended that, in the interest of having a uniform
policy on this subject, this policy when issued be followed by supple- :
mentary instructions as to sources of informetion which should be con- ;
sulted in determining the circumstances under which an invention is
made. This ia especially important as to Pars. (a) {1) and (b) (1) of
the policy.

FOR THE CHIEF SIGNAL OFFICER:

JOHN B. PERNICE
Chief, Legal Division
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DEPARTMENT OF THE ARMY

Respective Rights of Inventions Made by
SIGLG-6-LG » Government Employees

Engr. & Tech. Div. - Chief, Legal Division 5 May 1949
' 72415

1. Inclosed is a copy of a proposed policy for the Armed Services concerning
the respective rights of the Government and its employees in inventions of such
employees. This policy was formulated by representatives of the Navy, Air Force,
and Judge Advocate General of the Army.

. 2. The Office of the Judge Advocate General has advised this Division that
it is contemplated that this "policy will be issued in the form of directive or
amendment to pertinent existing regulations" and has requested that such comments as
the Signal Corps desires to make be supplied to that Office not later than 10 May

1949.

3. The Committee which drafted this policy has in effect adopted the present
Signal Corps policy which hasg been in effect for approximately six years. In the
past, the other branches of the Armed Services have followed less strict policies
and the lack of uniformity in such policies has created serious problems.

4. In general, this Division considers the proposed policy satisfactory.
However, this Division suggests that you consider the question as to whether the
policy should not more clearly state what was undoubtedly intended, namely, that it
applies to both military and civilian employees. This Division intends to recommend
that the policy cover more adequately the question of the rights which the ‘Government
gets in inventions made by employees who are supervisors or technical consultants.

As to the latter point, it is considered that paragraph (a) of the inclosure should
have added to it the followlng .statement:

Hor
(35 in the case of an employee who is a supervisor or technical consultant,

(in addition to the vesting of title in the Government under the circum-
stances set forth in (a)(l§ and (a)(2)) aleo when the invention, if it
were made by any subordinate of such supervisor or by any employee (here-
after called the consulter) of any of the groups which such consultant
serves, would come within the scope of

a. the defined egployment of any such subordinate or consulter
employed to invent, or

b. the assignment of any such subordinate or consulter specifically
assigned to a task defined as in (a)(2).m

0Py
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5. In order that this Division may be able to furnish the comments ¢f the
8ignal Corps to the Office of the Judge Advocate General by 10 May 1949, it is
requested that this Division be advised by 1100 on 9 May 1949 as to whether your
Division has any comments on the propoged policy.

6. It is suggested that the Signal Corps Engineering Laboratories also be
consulted, by your Division, as to their views on this subject. The Signal Patent
Agency has been given a copy of the Inclosure and has also been advised of the
proposed additions referred to in Par. 4 above, so that the Laboratories may obtain
this specific information locally, if you prefer that they do so.

JOHN E. PERNICE
1 Inecl. - Chief, Legal Division

Proposed Armed Services
policy (in trip)




