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IN THE UNIT*Z STATES PATENT OFFICE

In Re Application of, »

WILLIAE F. PRIRCEAN o '

ferial No. 682,006 vive 53
Flled July 25, 1933 Room LBOT
T4tle: CRYPPOGRAPHIC SYRTEM

In response to the (fflelal Letisr of 31 January
1942 the applicant iJesires that reconsiler:tion be given to
the rejection of the methou claims on the jround that they
are improper in form. |

Leclsions cited:

In ro Ernst (CCPA) 71 Fea (2d) 169,

Carnegle Steel Co. v Cambria Iron

Yorks 185 TS 403, 424

Fall v Montgomery Ward and Co. 63 USPQ 114, 122.

The Examiner eviiently objects partioularly to
the introductory clause of the method clalm on the zround
1t sets forth the structure at some length on whioh the
method 1s performed.

The Patent Office Uoard of Appeals ha.i occasion to
pass on that situation, and the method clelm quoted 1in the
last cltad case recltes an {znlter and burnoy ani the type
~ of 1isniter on which the method 1s performed. The clalm
quoted by the court iz :seldi in the decision to have been
allowed by the Board of Appeals.

The examiner cites Cochrane v Deener, 94 U.Se 780.
Fowever, th: Court of Customz ani Patent Appeals haa had
osomaslon to mention that this decilsion 1s not to be construed

literally; See In re Frmet (CCPA) 71 Fed (2d4) 1693
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"Insofar as the lengzuage quoted (from
Cochrans v Leener) implles that a valid method
claim relate to &8 treatment of some matorisl,
. we are not in accord therewith. Uhile the
Jeelslon in the caas of lochrane v .oener,
94 Uele T80, 24 Le Ede 139, may seem to support
|

such a holding, later decizlons of the fupreme
Court are not so limited.”

teclsions of the Court of Customs ani Patent Appesals
are controlling so far as the Patent e:rxce 1s concerned,
ani implications in other decilsions that "rsterials" must
be actel upon before there is & valid process cannot prevalle

In Carnegle Steel Co v Cambria Iron Works, suprs,
the tupreme Court approved of process cleims anl made the
notation that a process eouli not be anticlipated by structure
merely capable of practicing the process. lowever, 1t was
mentioned that some processes could be carried out mersly
with a pair of human hands. Such a process must ve in the
nature of the ilntanglble suoh as siznaling, ciphering &
mepsaage, taking alm, etce, if 1t can be performed merely with
huran hands alone.

The re joctlon for undue multipilelty has apparantly

been abandoned but iIf not it s traversel for the rossons of

rocorde

Claim 40 wos rejected on the grouni the ameniment
did not set forth the reasons supporting allowsnce of the
claim.

The argument 414 state, however, that clalm 40
was submitted as patentable for the same preasons as the many
other allowed anparatus c¢cleims. This was sufflolent, sees

ox parte Beardp, 178 CeCe 319 It 18 clesr that the prior
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art does not Include all of the apparatus of this elainm,
particularly the combination of the wheels an! keyboard
arranged to cipher which are dlsposed as to uncipher a
mouiage repeated backe.

Glaim 40 1s retained in the gase which 18 end will

cont Inue to be prosecuted under the threc-year rule.

Hespeetfully subtmitted,
~
LWIEH:

William D. 7all,
Attorney for Applicent.




