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In re application of 
r. il Ham ll' • rr iedniB.Il, 
FilPd July P.~, 1933, 
f:er1al ~::-o. 6821 0961 

Cryp,QRr~~h1n ~ystem, 

Div!ninn 63, Room 6897 

Hon. n~1as1one~ nt Patents, 

. Sirr 

Roeponsive to ?a~ent Q!fiee action dated c~tober 9, 1~33. 

!t ie desired to Ment1 tho nla1•1" us follOWI!U 

Oloia 5, Una 61 r.I'1Nll;e " " ~et " to read - - an electro-

. ;ana line betore "aasoc!a.tec1 " insert - - an·- - Same l~ne, 

after "pawl, " itlsert ,_ - each rn.tche' and pawl l\Ctuati!J4': ita aasoc1a.te4 

oomr.mtator, - -

Clai="I 6, las-t line charp ·the period after "cr,ptocraph " 
• 

to a comma and insert - - said element comprising a perforRted tape beari~ 

Ci'Phering characters in a plural unit code • - -

Claim 21, line 9, before ;'non-repeating l't lnsP.rt • • 

praatlaall~ - - sanae Una cancel "sequence " and eubati. tute - - aerie a - -

taet llne cb8n6e the final period to a comma and lnaert - - aaid cbar&ctera 

being represented bJ perf'orRt!nna penn1ted. '· in accmrdnnce with Ro plurf'.l unit 

oci e • - -

(aR.1m 2.P.t 1 ina 8 bef'ore "notr!-repe,..t1118" inF.Iert - - sub-

atautially-- r.A..,a Hn•t, C'Jl1C8l ••ae.,uttnoe ·• And smbati+.ute -- aeries --

Clo.1e 23, llne 8, cancel "bars" and BUbstltute -- kel'a --

eclassified and a roved for release b NSA on 12-16-2013 ursuant to E.O. 1352 
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I'': iB noted that clail!la 1 to 4 inclusive A.re re,}ected on the patent 

to He'barn, And the ea:·;e pp.'tfint !s mainly ~elied upon for the rojecHon 

of olatms 6, 7, 8, 9, 10 And ll to 21 inclusive. It is desired to enphasize 

the point tha:t nowhere· in llebern is fl. cipher ke~ tre.na~:titter d!ecloeed. 

This is fiJl important and fundamental distinction in favor of applicant's 

invention. !n Heb~rn the movements or di spln.cet~nte of the code wheels 

are purely meohml.icnlf :these z~JOVef"le:nta n:re rP-f;:"J.htr or periodic in ~hnrnc-

ter, ·~.nd cont:rtJlled 'hy ratchet r:~sohn.ni tuns in'ternA.l to the devine ! tsalf. 

In the preeent invention, these l!lOvernents rtrP. controlled by the cipher key 

trsnsmitte:r. in M aperiodic manner, and by n tP.pe or plur.~i ty of tapes 

external to and not a part ot the device itself. Due a.oknowled{:r11ent. has 

been m..J:~.de of tho aaid Hebern pater.t on :pnge 5 of the epecif~cH.tion in this 

ease. ~md a basis haa there been estA.bliehed for. the imp,>rtnnt dist5.nction 

which is nov.; brought O\lt. It will be recognized thnt ths \lflbern atr.uct<Ire 

has the inh?rent wen.kn~?.es of all w.wh devices where thu ke;yinr nechn.nimm 

is a. part of. the device iteel!. Pe!'iodieal' l'8C1ll:'X'ence or l'lOW:::letrts is a. 

natural characteristic of All such mechanisms and ~he prod!t!tn'ble factor 

thus introduced defeate the essen't!nl purpose. ~"hue we 1mve a d!atinc~ion 

which is mo.ter1nl rmd inobvim.ls, a.nd which is supported by n r1'.n~erial ad-

ve·ntaaeo Clttime l to 4, H.s wen na the other olnims above mentioned, eMh 

includes this distinct! ve ele::lent in one way or another e.nd a.rt} clear of 

Rebern. 

Clain B has been tlJttended snd in i te present form ia believed 

to s.voi.d the o'h;jActions as to fom not~d by the Exn.miner. 
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Ullr,'Uiab 'bet\Jee'l 'those 'J)Arta ut 'tbe aeoll&J'lisrl which are 1ntoi'IU\.l to 

the keyboard, the C01!111Ute.to!'a, the 

cipher ke;t trM~td tter. l')r trRZlSt11tters, tbe indir.n"tag aachanisa on 

'the one band, onli the externl\l. elemnt wh!ab ia the key tape iiself', 

on the other hand. U 1& not CGJitended that the cipher key tranmitMI' 

la the external el8JB1 ~ - thia part ot the rneohaniSI!l ia controlled :bJ 

a lJ&rtorat-.ed ";ape; 111 is ~he latter aleman~ which 1a w~H1 exterz~al, 

can be rePtoved, ohan6ed ~nd YM'led at will. In oth(!r cr~tOBr&PhB 

known to apolioant in whiob rotatable circuit cbanaers are ~la,ed, 

the ke:;iiii.J r.aeo'h&niBI~ 11 internal to and a part of the o~toaraph 

tor,raphic atnndpoint that periodicity canno' be preYanted, a1nce what• 

the pR.rta r1\U!It nnr.mte 'upon nechanlcal prlnoiDlea giYing rise to J)baaa 

recurre:rmea • or n:•nlea, or period a. U la beUP.ved thR.t the fi 'V8 alA1ma 

are aorrectl)' ftond aocar.Atel:t phraMd snd Bre &lltiraly clear in the lteht 

or the "f'19Cit'!cP..tion 1\nd dt.'P.t'linvs. 

it ia pointed out thnt this aittt.tlnn C1 •ee not d tsclo.ee appU~t· a f'anda-

terno.l keylnc: eel~~nt, lt.ri.d !'lorehouee= 1'n.1le to e:OOW or t.o teach +.bla f't:mda.-

mental con(:ept. :~ow, e.tnr.e t:~::,., ela.in~ •)acb covers t..l]o said funW.:'lent-

tran~itters, an attenpt to build up R meAtal Anticipation of said cla~ 

in Yiew or l!orehousa alone cMnot be maintl\ined. In. Uoreh·'U88 the ahar-

acter synbnle nt the t~o tnpea are employed a~cessi19ly, and the 
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oolleo·u~ or mul'Uple action oontea"P!ated by 'the "F'PUonnt•a ln-

. ~ 
Y8.11'UOD 1s not poseibltt. 1~oreovar, in al)lJlicant• e invention, '\be 

DUII'bera ot aucb character a in the res"Qec'U ve tRpea beinfr 'Pl"1J!IB to 

'\' 
one aDOther coneti tutaa MOther i:atJonant d1at1not1on owr Morehou• 

from ft or,1,PtQBrapbic atAnGpolnt, which diatinotion 1R bro~ht out in 

olAlra 10. ~tudl' h~a shown tbP.t if these nu.l!bera ~tre not l'7" !rle . '\o one 

another, the tall com'b1nat10M1 ])Gt&ltt1al1tisa of the re_P.J)&ct:i.\'8 keyJ 

oe.nnot be re&lbed !n pro.c~!.ce. For eXN'1Plft 1 1.! th1r1re P\rB two -t.apea, one 

oontA1n1n« 1,000 c~~rRCtRr~, 'the other 600, than Rfter twn r.evnlutions 

ot the lruJger tape, the r.nn'b!nR.tion ot the twn 'tfLl'B·B -prodneea a reaul tant 

which co:L.noldee with the rtHJn.ltM' ot -the· tlrst "wlution. In other 

WOrds, 1nRtel\d 0£ havinf; R. Bint~le rt!aal.tunt ke7 Of 1,000 X 500 • 600000 

oharaotera the reaul tant is only . ::e,.IJOO chn.n"'i.Oters i.n lat.,~~h. ln the 

oae.;e ot kR:-·s wboaa lentrth iB .Pri~- 1io aa.r.r.a other the resul tA.nt has a 

latent lenp,+..h thH.t is "the .'Product of tbe!r indivldun! laugths. 

As to the blanket re.Jaotion of cla11-u ll tr) 21 ou :otebern, 

thi~ pa-tent bae lJean d'lsC"Useed at le~..h And· iof.: will l)e no~.ad that eA.Ch 

ot these cln1ns includes the a1pber ka:t trhnsrd -star oro n. plurAl! ty ot 

auob t~MJoui'ttera def.in~t<l in on~ Wf\1 or e.notb?r tor wtinh there is no 

ooun1erpart in Hebern. 

Ola1s 17 fUld 19 are beUe.ed. to define sut1'1c1er1t struc-

ture wha interpreted 1n the liaht ot the Qi&cloaure w1 thou't 1ntroduciDC 

'WDL808 BB&l'J l1m1 t& t t ona. 

As to cla~ 18, it iR balieYed ~bnt the oi~~1f1cKnee of the 

worde "external'1 and "lnclependent" h quite olear and tnll1 ,ji11111fiec1 
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b7 the d:l.f!lnloeura, A.ll ns e!Abor!\ted Rbove in d1P.011~sin~ +.hB distinc-

t1ons over He'b>3rn Rnd in explaining the 1!1BN11IJ« of sn:l.d tP.mlle ""• 

perf'orate(l tnpe 1s the external alenent .. 

Claims ?.1, ?.!~ R.l:ld. ?.3 have bean a.~dod and 1n the1r present 

rom n.re thoug1rt to bu cltmr or the objeotinna notac\ 'b;r •..be ~ner. 

unclerGt.,od. ':'he a.BtlOTlCtJ of t .e 1nvcmt ion t !'7 rleftnfld in r.1tc"1 tar.1s in 

thour.ht to be entirely cler.r in tl:e lif;'ht of .the disclosure. 

~ !Xaniner'a rojar,~lon on ~he r,rolmd ot mQltipl!c1t1 la 

noted. 'l'he ertort has been to draft a sut.f'icient nur.aber of clams to 

cover A fair rnnee of eoui~lents beA.rinrr in ~ind the tmportm1ce of 

blocking po~~tble ~A~e 1ntrinr,ernanta, but not overlooking the 1m-

are phramJd in tt1ff£rent tams Md "re believed to be tmteutablJ d1s-

tinct. FoT AXanple, clniB 1 r~tc1'tiee •• " ..,1pher-kay tranen!tter .. 

while ola.ir.a. 2 reel tea '' a c1pher-ka1 tr!mem1 tter r:sechnnism '' • A 

oipber key trMmdt'ter is one alenent - a cipher key trMentitter 

meclu\n!PP.J hA.s a diffar•mt a.nd broader aignifimmce. 'Ref'orrillB to 

clniPUJ 11 Md 12, 1t w Ul be noted thlt.t clRiM 12 1P. somewhn.t rnnra 

epecif'ic thn!l elBiJ'I1 11 and should. clH.in 12 be f'uWtd allowable, a:p!JU-

CA.nt wou d be wUline to drop clninl 11. A!-!pUnA.nt won":.d of etourfle be 
ing 

will/to r.vt.ke &QI"Je redunt1on in "th1~ nu..-zber of +.he r.lA intt pr.,vided this 

wnuld not !nvt>l'Yt! Rl'\V P.H.cr1f1ce in ~rotec"i:lon UT)()Jl hiu 1nvnnt1on. 
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Jfta\lue 16 '• ·• are 4ul.J. aote4 • 

JIJHJtlon tnllt 'be taken to the poa1 ~loa '\hili no che.ngaa ot alar-

... or apnditloa an eftecte4 -. ~a vraatl~e of the present •tbod • 

A .,.-. wblch 10 o'hAnft'ee ·the cipher equl ~len is repreHnUntr plain 

te1rt chaNOHZ'I as ta prewnt per1odtct'1 1a the Nla:Uonahlp, And 

pnn:lcal aperlo41olv 11 certalnl3 aaklDB a 'ft~ry 4eo1de4 csllaiiBe ot 

8ba.,.ewr or aond1t1oa. 
el~1nat1on · 

!he taDdallell'tRl conoept c0Jltfii91Atea the delilrab ot pradioU.'ble 

t•wr1 bJ -the •thod. which '9a.r1al the cipher reaultan' of a plain. ~ 

·abaralte~ _, externallJ an4 aper1o41oa.ll1 con\roll1ng swl,chin« devices. 

'!bta a'\ap ot e~ternal oon'trol depeQd.a upon an ax1:e~l elamant 'fist 

a ke,· tapa which oRB be ~r1ed at. will. Ill tbe 1IH18Dt raethod, ellal:na­

tloa ot ~tre41o'-ltla tactora 11 ma4a aore etteotiw - llUl ti'P111JJS tbe 

rmalxlr at utemal kt.Jlng a18ft811'1 'o pro4une a colleotlft ac'1on. 't'he 

.. thod also innludee tne further ste11 ot so CDntrnll!ng the oi~bar 

ele•Dt• &8 M el111blA.t8 trca .. b .. tinal. OpY,P'togl'NI a!Z u'llrn panruta­

UGU-1 r8JN•eJ!l1iing tbe dttter.,nce 'between the· thtr't7-tw0 varamtAtions 

ot a plU"al. 'ml t oode 11\lCh aa 11ba ll\u4ot Ooda And the unal 'twentJ-aiZ 

llhari\Gters of '\be alpha'H' or the a'\IUUlar4· equl Yalan11a of -the Horae 

Cole. 

Jlrst. 1'\ ts contende4 that e. B:rnea c~ia1"8 tha atepa 

41eeuaaa4 abo~ Which a1:arta •1'h a maalft68 coapoaed of·pla1n text 

obaHO'Hra a.nCl 10 cbangea the rela"i1cmllh1p ot a-acb a maalft68 :ln reapect 
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to the f'iNLl cr1])1iOSZ'IUD aa to pr,.cticall;v eliminate thtJ pre41c11a'ble 

or per\o41c fActors, brings a~out a chanee of CharBcter and condition 

which certainly satisfies thh :reqnire!!871t of wh&t conatUutea a Mthocl. . 

Secondly, it is oontended thAt here we hA...,.e a tnw m~tho4 

which ia JllOre tball tile mere function ot the appara1ma cl1acloae4 • 

That this ill 110 is evidenced b7 the tact that the eetbod does not 

depend upon a single meob&U11Brl. It will be noted that the drawlncJfi 

in thill catJe ia lnrgely diagrammatic in cbaracter and the liechanlcr,l. 

eat up or asseQblJ of coordinated mechan1ama ~ be varied conaidar-

ably in respect to the 1nd1..,.1dUAl co~onanta. In other words, tbe 
does not depend upon one 

method tiM1tS;P~~~S:IAIIJ s!nr.le aeseobly of' 1nd1 Vidual oor.aponenta. . . . . . . '. . 

In the third place, it 1B contended thAt trus J!UJtbod clR!nll 

mar be predtcate4 u~on a recital ot structure in the preanblea autf1c1ent 

to define nnd give meaninc to the method eteps, all ot w~ich ie well 

eatablhhed by the practice. !L'he preFJent aethod is one which Justl"tiea 

a certain 1ntroduoto11 or antecedent recital ot structure. In "Principle 

this is supported b7 nnmeroua patents, among which ~ be mentioned the 

patent to Yernam No. 1,416,?&6. se.arRl dac1e1ons 1n support of the 

practice in thia reprd will be cUed below, and 1 t ia slgnif'lcant that 

a number of' thase &re n~aratively recent. 

A long line of decisions ~' be otted to ahow that in general. 

a l!lechft.llical method 1s entitled to patent protection. In this catego17 

the fo!lowing decisions are mentioneda-

Ex parte Weston - 17 Ct. APP• D.O. '49; 1901 C.D. 417 

IZ parte Chase (Patent 11 637,138 ) - 2 u.s. Da111 1669 .. 
Bxpanded ]fetA.l Co. va. lSr&df'orcl - 214 U.S. 366; 1909 C.D. :·'P21 

American Grapbaphone Oo. vs •. Univarsal Talking rtachlne Ntr.. Co. 
151 r. 596-601 (2nd Oir. 190? ) 

Buffalo Forge Oo • ..,. •• OitJ of Butf'alo - 246 F. 136 

' 
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olah1~ ta ~orted br the following decieiona:-

IX p'lrrte ifluT~ - (Ot. A:P'P• ]).C. 1928 ) • 319 O. Q. "B 

IX pu''ta 4Stor AD4 Iaale - 16 l'a~. Q. 292 (Bel. of A.ppsiala, 19~i2 ) 

Bs part• QQetaYaoa - 14 u.s. Pat. 1. 332 (~tent 1,8?0,P56 J 

oitecl are Mnr.n nore J•oeent tban tbos relied upon by the ~~Miner, and 

thoee in the eecom groU)) are tor tile most P"ort qnl te recerl"t, wblah 'l!lllJ 

le reprded as pertn~aa1 "f8 ot a more Ubaml practice botb lJ1 tbe Courtlf 

&t!4 the htent 1>1"tl"a 1n favor ot meobaaical method cla1r.la tm4 per121tt-

111C tbe nc1."tal in such cla~a of euff'io!e11t atncture to support 'the 

method atapa. 

laYorRble raconalder~tlon is cour'-~•11 sol1cited 1ri the 
. . 

\f1111am .,. l'J'iec\man, 

l~t 
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